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Bef ore Wendel, Bucher and Holtznan, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Seung Pil Ahn sought to register the term LEGALI ZE
| T for “clothing, nanely, caps, beanies, t-shirts,
shirts, sweaters, jackets and pants,” in Internationa

Class 25.' Scott Andrew Jeffrey, a.k.a. “Scotty J.,”

1 Application Serial No. 75/489,298, filed May 21, 1998,
based upon applicant’s allegation of a bona fide intention to
use the mark in conmerce.
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d.b.a. “Legalize,” filed an opposition to registration of
this termon the ground of priority and |ikelihood of
confusi on under Section 2(d) of the Trademark Act.

As grounds for opposition, opposer has alleged that

he has used his “LEGALI ZE and desi gn” mark, as shown

i s e 7

bel ow:

J VL

-

in connection with T-shirts and hats (or caps), since

prior to the filing date of applicant’s intent-to-use
application; that opposer is the owner of a trademark
registration for the sane “LEGALI ZE and design” mark for
“di ssem nation of advertising for others via an on-Iline
el ectroni c communi cations network,” in International

Cl ass 35;°% that opposer is the owner of a registered

coll ective nmenbership mark LEGALI ZE PATRI OT f or

2 Qpposer’s literature explains that “The Legalize® tradenark

represents a sound wave, your own voice saying ‘legalize ... The
Legal i ze® trademark can al so represent Legalize on the
Internet.” W note fromthe front of opposer’s caps that this

particul ar design also permts the special formpresentation to
be sewn with a single, continuous zigzag of an industrial sew ng
machine, and simlarly, that the design also permts a single,
conti nuous neon bulb to represent the nmark (see e.g., footnote
7, infra).

3 Reg. No. 2,216,647, issued to Scott Andrew Jeffrey

(opposer herein), a.k.a. Scotty J., on Decenber 15, 1998. \While
this record does not make it clear how M. Jeffrey is providing
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“indicating nmenbership in an organization dedicated to
pronoting marijuana |egalization and drug policy reforn;*
t hat the LEGALI ZE mark as shown above has been used
extensively on the Internet since 1996 to market
opposer’s goods and services and to pronote drug policy
reform that opposer filed an application to register
LEGALI ZE for clothing itenms, and that the Trademark
Exam ni ng Attorney in the LEGALIZE application held up
further prosecution of that application® based upon the
instant, earlier-filed LEGALIZE I T application; and that
applicant’s mark so resenbl es opposer’s previously used
and registered marks that, if used on applicant’s goods,
confusion is |ikely.

In his answer, applicant denied the salient
al l egations in the notice of opposition, taking the
position that there is no likelihood of confusion between
the marks. Furthernore, applicant al so denied that
opposer has priority of use.

The record includes the pleadings and the tri al

testi nony deposition of Scott Andrew Jeffrey, with

advertising services for others under this mark (e.g., like an
advertising agency), this issue is not currently before us.
4 Reg. No. 2,351,547, issued to Scott Andrew Jeffrey

(opposer herein), a.k.a. Scotty J., on My 23, 2000.

5 Application Serial No. 75/632,598, filed on February 7,
1999, based upon an allegation of use in conmerce by Scott
Andrew Jeffrey since at |least as early as April 20, 1997.
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exhibits. Oher than filing an answer and a response to
opposer’s first request for production of docunents and

t hi ngs, applicant has made no further appearances in this
proceedi ng. Accordingly, only opposer has filed a brief

in this case. An oral hearing was not requested.

M. Scott Andrew Jeffrey testified that the special
formof the mark LEGALIZE, as shown above, has been in
use in connection with T-shirts since April 1997; in
connection with its advertising services since Septenber
1997; in connection with hats or caps since Novenber
1997; in connection with lighters since 1997; and in
connection with bunper stickers since 1998. M. Jeffrey
further states that opposer has continuously used his
speci al form LEGALI ZE mark, as shown above, on all of the
i sted goods and services since the respective clained
dates of first use.

The testinony and exhibits show that hundreds- of -

t housands of people have visited opposer’s Wb site since
late in 1996, and that opposer’s LEGALIZE and design mark
is used prom nently throughout his Web site. Opposer’s
special form LEGALI ZE mark is used on each Web page, in
connection with the availability of his newsletters,
announcenents of special LEGALIZE activities, as well as

with the sale of shirts, caps, bunper stickers, lighters
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and other products. The testinony al so shows that
opposer hinself has sold T-shirts and caps one at a tine
in Central Park or to adol escents and young adults
exiting a large PC trade show. Over the years, he has
al so been successful in getting, various nerchants in the
Village to stock T-shirts, each having his LEGALIZE mark
enbl azoned across it. Opposer has distributed thousands
of 8% x 11" paper flyers and 3" x 9" bunper stickers
(“End the WAr on Anerica’s Youth,” “Log On, Tune In,
Speak Qut!” and “20 MIlion Stoners Can’'t Be Wong”) and
many pronotional business cards, while recording ever-
growi ng nunmbers of hits on his Wb site each year. He
and his Legalize organi zation have appeared in various

forms on the “Henmp 100" list in the H gh Tines nagazi ne

on four different occasions, making it all the way to the
nunber one spot in April 1999 - according to Scotty J.,

denonstrating that the editors and readers of Hi gh Tines

magazi ne consi dered his the npost popul ar pro-narijuana
enterprise in the nation.® He and his Legalize
organi zation and Web site were highlighted in a Tinme

magazi ne article on March 16, 1998.° Although the record

6 According to opposer’s testinony, the Henp 100 conpri ses

“...cool stoner websites or phrases or ideas.” Transcript, p. 55)
! This brief article with acconpanying pictures refers to
opposer’s having posted on his Wb site a cartoon attenpting to
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shows that indeed applicant has sold hundreds of shirts
and caps since 1997, his tax returns for the years 1997
to 1999 suggest that the expenses that M. Jeffrey has
written of f® on his individual inconme tax returns far
exceed the income fromthe sale of these itens of
mer chandi se.

Priority is not in issue in this case. Opposer’s
two clainmed registrations are properly of record,® but
i nasmuch as they are for advertising services and a
coll ective nmenbership mark, it is through opposer’s
testi mony deposition that opposer has denpnstrated that
he has used his special form LEGALI ZE mark in connection
with T-shirts and caps since 1997. These dates are prior
to the May 21, 1998 filing date of applicant’s intent-to-

use application, which is his constructive use date.

parody the well-known Budwei ser Frogs. Scotty J's “Qur Bud-Is-
Wser” Frogs, are croaking “Lee,” “CGull” and “Eyes.” These
frogs seemto be nesnerized by a flashing, green neon “Legalize”
sign atop the near-by tavern at the edge of the swanp. The
article noted that counsel for Anheuser-Busch took issue with
this usage and wote to opposer that his client may well be
forced to take the necessary legal steps to end this alleged
violation of its trademark rights.

8 Hs tax wite-offs conprised the amal gam of his direct
expenses, equi pnent depreciation, etc., on behalf of his for-
profit enterprise, and especially for maintaining his Wb site
at ww. | egal i ze. com

9 Opposer filed a Notice of Reliance pursuant to Trademark
Rule 2.122(d)(2), dated Cctober 6, 2000, with attached status
and title copies of opposer’s two clained registrations.
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We turn then to the issue of |ikelihood of
confusion. 1In the course of rendering this decision, we

have fol |l owed the guidance of In re E.

du Pont

de Nemours & Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-

68 (CCPA 1973). This case sets forth the factors which,
if relevant, should be considered in determ ning

i kel'i hood of confusion. In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities of
the marks and the rel atedness of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) [“The fundanmental inquiry
mandat ed by Section 2(d) goes to cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”]

Considering first the marks, applicant’s mark
LEGALI ZE I T and opposer’s mark LEGALIZE, are simlar in
appearance, pronunciation and connotation. The entirety
of opposer’s mark is a single word, “Legalize,”
conprising eight-letters. The identical word,
“Legalize,” is also the initial portion of applicant’s
LEGALIZE I T mark. Visually, this long, eight-letter word
predom nates over the “it” portion of the mark that
follows. The three-syllable word “Legalize” sounds very

much the sanme as the four-syllable term*“Legalize it.”
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Certainly as to connotation, the strong, inperative verb
“Legal i ze” demands attention, and even in opposer’s mark,
inplies an object (an “it”) of sonme kind. Accordingly,
we find that in every way, these two marks, in their
entireties, create the same overall comrerci al

i npressi on.

In finding that the marks are simlar, we have kept
in mnd the normal fallibility of human nmenory over tine
and the fact that the average consuner retains a general
rather than a specific inpression of trademarks
encountered in the marketplace. This is especially the
case given the inexpensive nature of these goods. Thus,
the first du Pont factor weighs agai nst applicant.

Turning next to a consideration of opposer’s goods
and applicant’s goods, we note that applicant and opposer
are both using, or intending to use, their respective
mar ks on sonme of the sane itens of clothing — nanely T-
shirts and caps (although variously referred to as
“hats,” opposer’s headwear is a cap having a bill in the
front).

G ven the identical nature of the goods, we nust
presunme that the goods of both parties will nove through
i dentical channels of trade to the sanme cl ass of

pur chasers.
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In short, given the fact that the marks of the
parties create the same commercial inpression, and the
fact that the goods of the parties are virtually
identical, we find that a likelihood of confusion exists.

Deci sion: The opposition is sustained.



